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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-4 rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Regarding claim 1, there is no antecedent basis for "the yield point", "the given 
adjustment position", "the deformation temperature", "the flow stress" and "the set rolling 
force". 

Regarding claim 2, there is no antecedent basis for "the conventional rolling force 
equation" and "the automatic gage control". 

Regarding claim 4, there is no antecedent basis for "the conventional gage meter 
equation". 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-4 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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On October 26, 2005, the USPTO published Interim Guidelines for Examination 
of Patent Applications for Patent Subject Matter Eligibility. See: 
http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/guidelines101_2005102 
df 

This guideline details a procedure for determining patent eligible subject matter. 
As to claims 1-4, the first step in this process is whether the claims fall within one of 
enumerated categories. In the immediate application, the claims are drawn to a 
process - a "method for increasing process stability" - and meets this step. However, 
the analysis does not end here. The next step is whether a judicial exception (abstract 
ideas, laws of nature, natural phenomenon) is provided in the claim. In the immediate 
application, claim 1 clearly includes one of the judicial exceptions in that "taking into 
account the yield point at elevated temperature when calculating the set rolling force 
and the given adjustment position" is nothing more than an abstract idea. While 
abstract ideas alone are not eligible, the claim as a whole must be analyzed to 
determine whether it is for a particular application of the abstract idea. For claims 
including such excluded subject matter to be eligible, the claim must be for a practical 
application of the abstract idea, law of nature, or natural phenomena. To satisfy the 
requirement of a practical application, the claimed invention must: 

(1) transform an article or physical object to a different state or thing; if no 
transformation, then 

(2) the claimed invention must produce a useful, concrete, and tangible result. 
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Regarding (1) above, the claims do not provide a transformation or reduction of 
an article to a different state or thing. Calculating various variables is nothing more than 
an abstract idea. Accordingly, one must then consider whether the claimed invention 
produces a useful, concrete, and tangible result. 

(1) Useful Result 

For an invention to be "useful" it must satisfy the utility requirement of section 
101 . The USPTO's official interpretation of the utility requirement provides that the 
utility of the invention has to be (i) specific, (ii) substantial and (iii) credible. See MPEP 
2107. It can be argued that the claim does not provide a useful result in that the claim 
does not actually solve a problem. It does not appear to be specific as to how the 
problem is solved and, if solved, it is not specific as to the use of this solution. 

(2) Tangible Result ■ 

The tangible requirement does not necessarily mean that a claim must either be 
tied to a particular machine or apparatus or must operate to change articles or materials 
to a different state or thing. However, the tangible requirement does require that the 
claim must recite more than a 101 judicial exception, in that the process claim must set 
forth a practical application of that 101 judicial exception to produce a real world result. 

Regarding the tangible result requirement, the claim clearly does not provide a 
practical application. The problem, even if solved, is not practically applied to produce a 
real world result. For example, once the problem is solved, how is this then applied? 

(3) Concrete Result 
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Another consideration is whether the invention produces a "concrete" result. 
Usually, this question arises when a result cannot be assured. In other words, the 
process must have a result that can be substantially repeatable or the process must 
substantially produce the same result again. Resolving this question is dependent on 
the level of skill in the art. For example, if the claimed invention is for a process which 
requires a particular skill, to determine whether the process is substantially repeatable 
will necessarily require a determination of the level of skill of the ordinary skilled artisan. 

Regarding the concrete result requirement, the claim does not provide a result 
that can be assured in that the result can not be substantially repeatable and the 
process can not substantially produce the same result again. 

In view of the above analysis, applicant's claims 1-4 are a process which 
includes a judicial exception therein. Upon review of the claim as a whole, there is no 
transformation nor does the claim produce a useful, concrete, and tangible result. 
Accordingly, the claim is non-statutory under 35 U.S.C. 101. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dmitry Suhol whose telephone number is 571-272-4430. 
The examiner can normally be reached on Mon - Friday 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Derris Banks can be reached on (571) 272-4419. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Dmitry Suhol/ 
Primary Examiner 
Art Unit 3725 
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